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TELEPHONE: (703) 761-4100 
FACSIMILE/DATA: <703) 761-2375; 761-2376 

E-MAIL: ADMIN @ MCGINNIPLAW.COM 
SENDER'S E-MAIL: STULlNO @ MCGINNIPLAW.COM 

SEAN M. MCGINN ' 

PHILLIP E. MILLERt 

FREDERICK E. COOPERRtDERt 

JAMES E. HOWARD* 

SCOTT M. TUUNO 

DONALD J. LECHER 

PETER F. MCGEEt 

JOHN W- RTZPATRlCKt 

donalc> ^«o^o^»^va March 15, 2007 

VIA FACSIMILE 

To: Supervisory Examiner Charles Rones Facsimile No, (571) 273-8300 

Group Art Unit No. 1 756 
U.S.P.T.O. 

w ,. Facsimile No.: (703) 761-2375 or 76 

From: Scott M.Tuhno 



Re: 



Attached Petition to Enter Declaration i ^er 37 C.F.R §1.181 
U.S. Patent Application Serial No. 10/733,380 
Our Reference: MAS.018 



Dear Supervisory Examiner Rones: 

Attached is a Petition to Enter I^^.-^^^J^^ ™ *" 
you enter and which should place the application m condition for allowance. 

Thank you in advance for your consideration on this case. 

Very truly yours, 




SMT/SMM/emh 
Attachment 



Tulino 
Sean M. McGinn 



Total No. of Pages Transmitted: 7(including this cover sheet) 
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RECEIVED 

CENTRAL RAX CENTER 

cXSSwv FJ - 2003 - 046 - US j MAR 1 5 2007 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Application of 
Koki Okamura 

Serial No.: 10/733,380 Group Art Unit: 2164 

Filed: December 12, 2003 Examiner: Sathyarwraya R. Pannala 

For: FILE TRANSFER PROGRAM 

Honorable Commissioner of Patents 
Alexandria, VA 22313-1450 

PETITION TO ENTER DECLA RATION UN DER 37 C.F-R. 

Sir: 

Applicant respectfully petitions under 37 C.F.R §1.181 that the Examiner enter the 
Declaration Under 37 C.F.R. § 1.131 Filed on November 14, 2006. 

The Examiner has erroneously maintained that the "declaration filed on 9/5/2006 
under 37 CFR 1.131 has been considered but is ineffective to overcome the Allam (USPA 
Pub. 2004/0139400) reference because of the following reasons: 

The proposed reply filed on 9/5/2006 has not been entered because it is 
T^The declaration does not contain the invention disclosure statement 

r^S: does not contain explanation of *e contents of the 
invention disclosure document." 

1) First Applicant has reneatedlv p oint cut to the Examiner that the Amendment 
filed on September 5, 2006 specifically noted that the unexecuted declaration under 37 
C.F.R. § 1-131 was being filed to expedite the Examiner's consideration of the application, 
and that the executed declaration would be filed upon receipt from the inventor (see 
Amendment under 37 C.F.R. § 1-1 1 1 filed on September 5, 2006, at page 1 1 , lines 4-8). 
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Serial No. 10/733,380 2 
Docket "No. FJ-2003-046-US 
(MAS.018) 

Accordingly, the executed Declaration under 37 C.F.R. § 1.131 was filed in the 
USPTO via facsimile on N^her 14. 2006. as evidenced on the USPTO PAIR site. 

As indicated on the PAIR site, Applicant has repeatedly pointed out to the Examiner 
that the present Office Action was entered on November 24, 2Q0.6, and mailed on November 
27,2006 . which was after the filing of the eteguted Declaration under 37 C.F.R. § 1.131 on 

XTrvimmher 14. 2006 . 

Thus, the Examiner properly should have entered and considered the executed 
Declaration, which was filed on November 14, 2006. pnorto issuing the Final Office Action. 

Indeed, since the un-executed Declaration and the executed Declaration were 
identical, except for the inventors' signatures, sufficient time clearly was available to enter 
and consider the executed Declaration prior to entering the Office Action on November 24, 
2006, and subsequently mailing the same on November 27, 2006. 

It was noted that the Examiner has considered the content of the unexecuted 
Declaration, although the subsequently filed executed Declaration was not entered. 

2) Second, with respect to the Examiner's allegation that the "declaration does 
not contain the invention disclosure statement correlating to the claims," It has been 
rcpeat edlv pointed out to the Examiner that the Declaration under 37 C.F.R. § 1.13 1 clearly 
includes a statement that the inventor is the P ,le invento r of the above-identified application 
(see Declaration under 37 C.F.R. § 1.131. at numbered paragraph (1)). Clearly, since 
Appiicant is the sole inventor of the present application, the Applicant is the sole inventor of 
all of the claims of the present application. 

Moreover, Applicant has pointed outthat paragraph 5 of the Declaration dearly states 



that: 



« The contents of the enclosed "Invention Disclosure 

gocum^xhibit 1) have been ^^^T^ 
of the present invention, upon which claim* 1-14 are 
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Serial No. 10/733,380 3 
Docket No. FJ-2003-046-US 
(MAS.018) 

Moreover, Applicant submits that ait of the requirements for filing ft Deduction 
under 37 C.F.R. § U31 have been met by the present Declaration (e.g., see 37 C.F.R. § 
1.131; see also 37 CJF.R. § 1-68; see also M.P.E.P. § 715). 

It is noted that 37 C.F.R. § 1.131 states that: 

M When anv claim of an application or a patent under reexamination Is 

r6 jected?i^ «** 

patent under reexamination, or the party qualified under §§ 1.42, L4 

mav submit an appropriate oalh or declaration m establish .invention of the ^ubwtt 

2WfteS«of?4 publication date or date that it is effeet.ve as a reference 
under 35 U.S.C. 102(c). 

<b) The showing of facts shall be such, In character 
r*t»hvA rrdiirtinn to practice prior to t h » *ff«-.nve date of the reference , or 

gg^ns^,. ^J^in sai n ^^fb^^^^gfy 5 ° - 

photocopies thereof, must accompany and form part of the attidavu or ace 
or their absence must be satisfectorily explained. 

That is, Applicant must show jnvrntion of the subject matter of the rejected claims. 
|„ this case, the Exhibits submitted with the Declaration show invention of the ,ubiect matt er 

of the rejected claims. 

Applicant is not aware of a requirement mat an invention disclosure statement that 
explicitly identifies the rejected claims must be made for the Declaration under 37 C.F.R. § 
1.131 to be effective. Furthermore, Applicant has repeatedly requested the Examiner to 
provide support for this alleged requirement. The Examiner, however, has indicated that he 
does not where the M.P.E.P. lists sueh a requirement (e.g., Examiner's statement provided 
during a personal interview conducted on March 7, 2007). 

During the personal interview conducted on March 7. 2007, the Examiner erroneously 
alleged that Applicant is required to "map" to claims to the exhibits submitted with the 
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Serial No. 10/733,380 4 
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Declaration. Applicant submits, however, that the M.P.E.P. does not include such a 
requirement. Furthermore, after repeated requests to the Examiner, the Examiner has failed 
to provide any support for this alleged requirement. 

3) Third, in response to the Examiner's allegation that the "declaration does not 
contain explanation of the contents of the invention disclosure document,'' Applicant has 
repeatedly noted that a fijjj Engjiah language translation of the Invention Disclosure 
Document was submitted as Exhibit 2, together with the Declaration. 

Thus, it is unclear what explanation of the contents of the invention disclosure 
document that the Examiner considers to be missing from the Declaration. 

t„ she interview. Applic ant r epres entative » r»in rested that should the Examin e! 
thic demerit to be ? rn nir ft «n e nt of a Deration under 37 C..F.R. fj 1 -131, t he 
p,.-,— flgBift thP M for this r rnutrement in the ap P |ir.h1. law n,l^ pr procedures. 
The Examiner, however, has indicated that he does not where the M.P.E.P. lists such a 
requirement (e.g., Examiner's statement provided during a personal interview conducted on 
March 7, 2007). 

For the foregoing reasons, Applicant submits that the Declaration under 37 C.F.R. § 
1.131 filed on November 14, 2006 property should have been entered by the Examiner. 

Moreover, Applicant submits that the Allam reference should be removed as prior art, 
since Applicant has perfected the claim to foreign priority and properly filed a Declaration 
under 37 C.F.R. § 1.131 showing invention of the subject matter of the present application 
prior to the effective filing date of the Allam reference. 

Applicant points out that the § 102(e) date of October 23. 2002 of Allam is sneXD 
^ r ^^tv,2(ndavs prior to the filing date of the present application's Japanese 
priority document on December 13, 2002. 
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Serial No. 10/733,380 5 
Docket No. FJ-2003-046-US 
(MAS.018) 

Therefore, ft "-- Staldd feS tgfflfflffld 88 °rior art under 35 U.S.C § 102(e) because 
Applicant (J) perfected the claim to foreign priority based on JP 2002-361998, which was 
filed on December 13, 2002, by the filing a verified English translation thereof on September 
5, 2006; and (2) filed the executed Declaration under 37 C.F.R. § 1.13 1 which properly 
swears behind the critical date (i.e., October 23, 2002) of Allam. by establishing invention of 
the subject matter of the present application before the Allam reference's effective § 102(e) 

prior art date of October 23, 2002. 

Applicant submits that the Declaration properly swears behind the effective prior art 
date of the Allam reference by establishing a reduction to practice prior to the effective date 
of the Allam reference, or in the alternative, conception of the invention, coupled with due 
diligence from just before the effective date of the Allam reference up to the constructive 
reduction to practice of the present application by the filing of the JP 2002-361998 priority 
document. 

Accordingly, Applicant petitions for the Examiner to enter and consider the executed 
Declaration filed on November 14, 2006 and to remove the Allam reference. 

Respectfully Submitted, 



Date: jA&rol S ( *"Z Scott M. Tulino, Esq. 

Registration No. 48,31 7 




MCGINN INTELLECTUAL PROPERTY 

LAW GROUP, PLLC 
8321 Old Courthouse Road, Suite 200 
Vienna, Virginia 22182-3817 
(703) 761-4100 
Customer No. 21254 



Sean M. McGinn, Esq. 
Registration No. 34,386 
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PArSTMTTJE T« EMISSION 
I hereby certify that I «a filing this paper via facsimile, to Group Art Unit 2164, at 
(571) 273-8300, on March 15, 2007. ^ 




Date: ± ^ 1 — ^fett M- Tulino, Hsq. 

Reg. No. 48,317 

Sean M. McGinn, Esq. 
Reg. No. 34,386 
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